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REMARKS/ARGUMENTS 
Claims 16-28 are pending in the application, with claims 25-28 having been 
previously w ithdrawn. Claims 16-24 were examined and rejected. Reconsideration of the 
claims is respectfully requested. 

( unw Rejectio ns - 35 U.S.C, $ 103( a): 

Claims 16-24 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
U.S. Patent No. 7,137,993 to Acosta et ah ("Acosta") in view of U.S. Patent No. 5,201,757 to 
H.eyn et al ("Beyn"). 

Applicants note that under 35 U.S.C. § 103(c)(1), Acosta is disqualified as prior 
art. 35 U.S.C. § 103(c)(1) states: 

"Subject mailer de veloped by another person, which qualifies as prior art only 
under one or more of subsections (e), if), and (g) of 35 U.S.C. § 102, shall not 
preclude patentability under this section where the subject matter and the claimed 
invention were, at the time the claimed invention was made, owned by the same 
person or subject to an obligation of assignment to the same person." 

Acosta was filed on April 10, 2003, less than 1 year before the October 1 4, 2003 
filing date of the present application. Therefore, it can only qualify as a prior art under 35 U.S.C. 
§ 102(e). At the time the invention of the present application was made, both Acosta and the 
present application were commonly assigned to Xtent, Inc. Because Acosta is disqualified as a 
prior art reference, the rejections under 35 U.S.C. § 103(a) are obviated. 

Applicants also note that the parent application of Acosta, Application No. 
10/306,813, which was published as US Publication No. .2003/0 1 35266 AL is also disqualified as 
prior art under 35 U.S.C. §I03(c)(l ). The parent application of Acosta was filed on November 
27, 2002, less than 1 year before the October 14, 2003 filing date of the present application, and 
would only qualify as prior art under 35 U.S.C. §K)2(e). At the time the present invention was 
made, both the parent application of Acosta and the present application were commonly assigned 
to Xtent, Inc. 
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CONCLUSION 



in view of the foregoing, Applicants believe all claims now pending in this 



Application are in condition for allowance. The issuance of a formal Notice of Allowance at an 
early date is respectfully requested. 



If the Examiner believes a telephone conference would expedite prosecution of 



this application, please telephone the undersigned at 650-326-2400. 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center. Eighth Floor 
San Francisco, California 941 1 1-3834 
Tel: 650-326-2400 
Fax:415-576-0300 
Attachments 
D3P;jke 



Respectfully submitted, 



Douglas Portnow 
Reg. No. 59,660 
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